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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 20 and 60 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Claims 20 and 60 are single step claims therefore fails to comply with the 
enablement requirement. MPEP 2164.08 (a). 

Claims 21-29, 31-39, 61-64 and 66-73 are rejected under 35 U.S.C. 112, first 
paragraph because they are dependent of claims 20 and 60 above. 



Claim Rejections - 35 USC § 101 
3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 60 and 65 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. "The computer-readable program 



code" is a software and is not patentable. 
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Claims 61-64, 66-73, 102-106 are rejected under 35 U.S.C. 101 because they 
are dependent of claims 60 and 65 above. 

Claims 1-39 and 87-96 under 35 U.S.C. 101 because they are method claims 
run by the software claims 60 and 65 above. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1-6, 8, 11, 12, 17-26, 28, 31, 32, 36-46, 48, 51, 52, 57-61, 63, 66, 67, 71- 

75, 77, 80, 81, 85 and 86 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Garcia (US 6,680,999 B1). 



Regarding claims 1, 20, 40, 60 and 74, Garcia discloses a method for 
processing prescriptions [column 1, lines 12-14] comprising: 

answering a telephone call from a caller [At step 210, an incoming audio 
communication is received. The audio communication may come in a telephone call via 
a telecommunications network 354, column 3, lines 28-43]; 
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accepting identification of a pharmaceutical prescription from the caller [if system 
300 has a single pharmacy database, then a prescription number would be sufficient to 
uniquely identify a patient, column 3, lines 28-43]; 

querying at least one database using predefined criteria based on the 
identification of a pharmaceutical prescription to identify a targeted message [if system 
300 has a single pharmacy database, then a prescription number would be sufficient to 
uniquely identify a patient, column 4, lines 3-11]; and 

playing the targeted message to the caller [The system 300 provides an output to 
the caller which is representative of the requested portion of information, column 4, lines 
3-11]. 

Regarding claims 2, 21, 41, 51, 61 and 75, Garcia discloses a method wherein 
the playing is followed by executing a refill call flow for the pharmaceutical prescription 
[column 3, lines 28-43]. 

Regarding claims 3, 22, 42 and 52, Garcia discloses a method wherein the 
querying comprises querying at least one database using the predefined criteria based 
on the identification of a pharmaceutical prescription to identify a series of targeted 
messages [column 4, lines 3-11]; and 

wherein the playing comprises playing a succeeding one of the series of targeted 
messages to the caller in response to receipt of a caller response to a preceding one of 
the series of targeted messages [column 4, lines 3-11]. 
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Regarding claims 4, 23, 43, 63 and 77, Garcia discloses a method further 
comprising: receiving a caller response to the targeted message [column 4, lines 3-11]. 

Regarding claims 5, 24 and 44, Garcia discloses a method further comprising 
logging the caller response [column 4, lines 3-11]. 

Regarding claims 6, 25, 26, 45, 46 and 66, Garcia discloses a method further 
comprising instructing the pharmacy to perform an action in response to the caller 
response to the targeted message [column 4, lines 3-1 1]. 

Regarding claims 8, 28, 67 and 81, Garcia discloses a method wherein the 
predefined criteria based on the identification of a pharmaceutical prescription do not 
include a personal identification of a patient who is using the pharmaceutical 
prescription [column 3, lines 3-11]. 

Regarding claims 11, 3, 71, 80 and 51, Garcia discloses a method wherein the 
querying comprises querying at least one database using the predefined criteria based 
on the identification of the pharmaceutical prescription to identify an educational 
targeted message concerning the pharmaceutical prescription [column 4, lines 3-11]. 

Regarding claims 12, 32, 52, 72 and 85, Garcia discloses a method wherein the 
querying comprises: querying at least one database using predefined criteria of last fill 
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date and days supply on last fill date based on the identification of a pharmaceutical 
prescription [column 4, lines 3-11]; and 

identifying an educational targeted message that reminds the caller how to use 
the pharmaceutical prescription if the last fill date is less than a first threshold and the 
days supply on last fill date is greater than a second threshold [column 3, lines 3-11]. 

Regarding claims 17, 18, 37, 48, 58 and 57, Garcia discloses a method wherein 
the querying comprises: querying at least one pharmacy dispensing system database 
using the identification of the pharmaceutical prescription to identify the predetermined 
criteria [column 3, lines 28-43]; and 

querying at least one message database using the predetermined criteria to 
identify a targeted message [column 3, lines 28-43]. 

Regarding claims 19, 39 and 59, Garcia discloses a method wherein the 
identification of a pharmaceutical prescription is an Rx number [column 3, lines 28-43]. 

Regarding claims 36, 73 and 86, Garcia discloses a method wherein the 
querying comprises: querying at least one database using predefined criteria of a 
patient who is using the pharmaceutical prescription that is based on the identification of 
a pharmaceutical prescription [column 3, lines 28-43]; and 

identifying a targeted message that solicits participation of the patient in a study 
related to the pharmaceutical prescription if the age of the patient qualifies the patient to 
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participate in the study related to the pharmaceutical prescription [column 3, lines 28- 
43]. 

Regarding claims 38, 46, 54, Garcia discloses a method wherein the querying 
comprises: querying at least one pharmacy dispensing system database using the 
identification of the pharmaceutical prescription to identify the predetermined criteria 
[column 3, lines 28-43]; and 

identifying at least one message database using the predetermined criteria to 
identify a targeted message [column 3, lines 28-43]. 



Allowable Subject Matter 

6. Claims 50, 79, 97-101 and 109-111 are allowed. 

7. Claims 47, 49, 53-56, 76, 78 and 82-84 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 
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Response to Arguments 
8. Applicant's arguments with respect to claims 1-9, 11-29, 31-49, 51-64, 66-78 

and 80-111 have been considered but are moot in view of the new ground(s) of 
rejection. 



Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gerald Gauthier whose telephone number is (571) 272- 
7539. The examiner can normally be reached on 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Gerald Gauthier/ 

Primary Examiner, Art Unit 2614 

/GG/ 

November 4, 2008 



